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Name: Elio De Tullio
Firm: De Tullio & Partners
Location: Rome, Italy

Email: edt@detulliopartners.com

Elio De Tullio is an Italian lawyer admitted at the bar of Bari and trade mark attorney. After 10
years of experience in IP matters, he founded in 2005 the law firm De Tullio & Partners, with
offices in Rome and Bari and a liaison office in New York. Managing Partner of De Tullio &
Partners, he acts as trade mark attorney in the strategic assessment of IP protection and in
prosecution and opposition processes at domestic and international level. He is also a litigation
lawyer before the Italian Courts specialized in Intellectual Property. He specializes on trademark,
design and patent issues, from a strategy, business intelligence, competition, filing and
prosecution perspective. He has written some articles on Italian and European law regarding
intellectual property rights which have been translated into Chinese and South-East Asia
languages.

mailto:edt@detulliopartners.com


3

About us: Helpdesk Free Services

Enquiry Helpline

IP Guides & 
Newsletters

E-learning & 
Business Tools

Training Workshops
& Live Webinars

Website & Blog
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 IPR one-to-one consultations: E-mail, telephone, face-to-face

 First-line advice on China and South-East Asia countries IPR matters

 Confidential

 Delivered by China and South-East Asia IPR specialists

 Available for EU SMEs and SME intermediaries

Enquiry Helpline - Answer in 3 Working Days
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Free Information and Materials Available

 Bi-monthly Helpdesk Newsletters

 Article placement

 Topical blog posts

 E-learning modules

 Infographics

 Library of publications:

 IP specific guides, incl. patents, trade marks

 Industry specific guides, incl. textiles, machinery, 
creative industries

 Business guides, incl. technology transfer

 Country Factsheets, incl. Mainland China, Hong Kong, 
Macao, Taiwan and the 10 South-East Asian countries
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Follow us on Social Media for latest 

News

Developments

Projects

Activities

Training materials

China & South-East 
Asia 

IPR SME Helpdesk

@iprASEAN China & South-
East Asia 

IPR SME Helpdesk

www.yourIPinsider.eu Channel: Helpdesk TVwww.ipr-hub.eu

@iprchina
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https://www.facebook.com/pages/South-East-Asia-IPR-SME-Helpdesk/350370585078981
https://www.facebook.com/pages/South-East-Asia-IPR-SME-Helpdesk/350370585078981
https://twitter.com/iprSEAsia
https://twitter.com/iprSEAsia
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Agenda

• IPR protection in China and Southeast Asia:

 IPR in China
 IPR in Singapore
 IPR in Malaysia
 IPR in Vietnam
 IPR in Indonesia

• Case study

• Key recommendations
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Introductive considerations

In the textile and apparel sector, one single product can be
protected through different IP rights: Patents and Utility Models
for new textile machineries and yarns, Designs for innovative
texture of the fabrics, Copyrights for the drawings painted on it,
Trade Secrets for the manufacturing process and Trademarks as
representation of the business identity and origin of the
products.
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IPR in China 1/2

 Only registered IPRs are protected (unregistered trademarks, since 1 May 2014,
can be protected if it is proved that it is well‐known in China or that the challenged
trademark has been filed in bad faith).

 China adopts a “first-to-file” system for IPRs

 Domestic patents and trademarks can be extended at international level
• China (except for Macau) is part of the Patent Cooperation Treaty and of the

Madrid System, administered by WIPO.

 Registration Authorities

• Patents, utility models and designs can be registered at the State Intellectual
Property Office.

• Trademarks can be registered at the China Trademark Office.

• Copyright can be registered at the National Copyright Administration of China.
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IPR in China 2/2

 Local agent and EU agent

• In order to file an IPR application in China, any foreigner or foreign company must
entrust, first of all, a EU agent. This agent will contact a local agent, because a
Chinese application cannot be presented directly by a foreigner or a foreign
company.

 Although it is not expressly required by Chinese law it is useful to provide the
office with a Chinese transliteration of the mark

 Patent protection lasts for 20 years from the date of filing, design and utility
models protection lasts for 10 years (with annual renewals)

 Trademark protection lasts for 10 years from the grant and can be renewed
indefinitely for periods of ten years

These rules are not in force in Hong Kong, Macao and Taiwan
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IPR in China - Trademark

Principal changes set by the Trademark Law Reform of 2013, entered into force on 1 May 2014: 

Specific time-limits for many procedures that currently require no less than two or
three years:
• no more than nine months for trademark application, review of refusal; invalidation
of a registered mark (in case of law infringements); cancellation and review on
cancellation;
• no more than twelve months for opposition proceedings, review on oppositions and
invalidation of a registered mark (in case of conflict with earlier marks);

Registrable trademarks
• Registrations of sound marks are permitted from 1 May 2014.

Multi-class application available. The Nice Classification applies but China also
divides the goods and services into sub-classes.

Trademark applications can be filed electronically

Prior use (if the mark has acquired a certain level of reputation it is protected as
unregistered trademark)
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Trademarks in the Textile and Apparel Industry

Trade marks should be registered even if the product is manufactured but 
not sold in China.

A registered trademark may prevent: 

replacement parts bearing your trademark to be copied;

your company’s packaging bearing your trademark to be copied. 

Producers of yarns and fabrics who own valuable brand names are 
recommended to register names and/or logos as trade marks in China.

Trademarks and designs that are not similar enough to be considered as
trademarks infringements may be treated under the Chinese Anti‐Unfair
Competition Law. The Anti-Unfair Competition Law may also be used in cases of
unauthorized use of your brand in retail outlets or of other products without a
trademark registration.

19 October 2017 - Vilnius, Lithuania
Copyright © 2016 South-East Asia & China IPR SME Helpdesk. All rights reserved.



Trademarks in the Textile and Apparel Industry

Distinctive fabric designs may also be protected as a
trademark if they have become distinctive through
long use (e.g. the “Burberry” check design is a
registered trademark in China), but it is rare and
protection of patterns as a trademark is uncommon.
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IPR in China - Patents

 China is part of the Patent Cooperation Treaty:
A patent can be extended internationally

 China has signed the Paris Convention for Protection of the Industrial Property
The holder of a patent application has a priority right (of one year from the date of
filing in the Country of origin) for extending the protection of his patent in China. It is
sufficient to declare, by the time of the application in the Country of origin, the will to
extend the protection to other Countries members of the Convention.

 Patents, utility models and designs are registered by the State Intellectual
Property Office (SIPO).

 The object of protection is in line with international standards.
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IPR in China - Patents

 The rights deriving from the patent become effective since the date of
publication on the Official Gazette.

 Types of patent:
• Invention Patents: a new technical solution proposed for a product, a process or

the improvement thereof, capable of being applied in practice. To be patentable
an invention must be ‘novel’ and must not have been previously patented or
disclosed to the public overseas or in China (except for within 12 months in a
country which is a member of the Paris Convention).

• Utility Model Patents: a new technical solution proposed for the shape and
structure of a product, or the combination thereof, which is fit for practical use.
UMs are granted more quickly but the term of protection is shorter.

• Design Patents: with respect to a product: a new design of the shape, pattern, or
the combination thereof, or the combination of the color with shape and pattern,
which is new, with individual character (so, an aesthetic appeal) and is fit for
industrial application.
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Patents in the Textile and Apparel Industry

The protection ensured by Textile Machinery Patents is limited to the countries in
which they are registered in. Therefore, only patents registered in China are
enforceable.

A patent registration ensure protection against:

potential infringers who manufacture infringed technology that is exported to other
countries;

competitors who may copy the design and shape of the machinery and its
components and mislead customers to believe that the machinery has the same
functions or quality as the original, often causing losses in sales for the original
European manufacturer.

Producers of yarns and fabrics should also apply for patents protection of their
products in China to defend themselves against Chinese competitors who may copy
their technology and export it to other markets outside China.

It is advisable to protect a product or a process with patents in order to prevent
reverse engineering.
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Patents in the Textile and Apparel Industry

The pattern of apparels can be protected through design patents.

An application for a design patent must include any of the following external features
of a product:

the shape of a product;

the pattern of a product;

the shape and pattern of a product;

the shape and color of a product;

the shape, pattern and color of a product.
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IPR China - Copyright

 China is a member of the Berne Convention:

• Copyright is a right that arises automatically upon the creation of the work
• Any work published in China by a Chinese or a foreign citizen, automatically enjoys
protection
• If the work is published abroad, it will enjoy the automatic protection as if it was published
in China or if its author was a citizen of a State party of international agreements in this area (i.e.
the Berne Convention)

 The relevant legislation is the Copyright Law of the People’s Republic of China

 It is possible to register a copyright at the Copyright Protection Centre of China (body set
up by the National Copyright Administration of China):

• Although the protection is automatic, in fact, a voluntary registration provides a certain proof
of ownership of the rights that is useful in the event of a future dispute.
• Moreover, the registration is strongly recommended if the copyright concerns rights of
particular importance for a company (i.e. websites, catalogs, customer databases, software...) or
when it is expected to license the protected work.
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IPR China - Copyright

 It confers moral and economic rights :
• Moral rights are personal and not transferable,
• Economic rights (including the right to reproduce, communicate distribute, perform, adapt,

translate, and the right to any other form of exploitation of the work) may be freely
transferred.

 Term of protection:
• The protection of moral rights to the publication and of the economic rights lasts as long as

the life of the author, plus 50 years from the time of his death;
• The protection of all the other moral rights (right to authorship, disclosure, modification and

integrity) is unlimited.

 Scope of protection:
• Copyright protects the expression of creative and original ideas, not the ideas themselves.
• Originality and reproducibility requirements are requested to obtain the registration.
• Shall be protected creative traditional works such as books, paintings, photographs, films,

plays, music, sculptures, recordings or even choreography, databases or compilations if
derived from a selection of creative data.

• Even software, industrial designs and graphics, applied art and architectural buildings, are
protected by copyright.
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IPR China - Copyright

• Copyright can be used both as a standalone right and as a supplementary tool to
enforce other IP rights, such as design patents or trademarks.

• The owner can rely on a multiple protection system by registering existing design
patents and trademarks - if also eligible for copyright protection - as a copyright as
well.

• Such dual protection applies in particular to “work of applied art”.

• Copyright does not substitute design patents, they are complementary.

• Enforcement through copyright is a weaker enforcement tool than a registered
trademark or other rights, and should be considered complementary to other
tools.
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Copyright in the Textile and Apparel Industry 1/2

Software and technical manuals are used to operate and/or maintain textile
manufacturing technology. They are automatically protected in China as works of
copyright.

The protection of copyright is the only remedy available against the copying of a
machinery by a competitor through reverse engineering weather the machinery is not
protected by invention, utility or design patents.

The protection of copyright only covers the copying of the

software and manuals but does not protect the design of the

machinery itself.

It is therefore recommended to companies to register

the copyright to prove ownership in case of infringement.
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Copyright in the Textile and Apparel Industry 2/2

 Apparel designs may also be protected as works of copyright.

 Article 2 of the Copyright Law considers “work” eligible of protection all the (6)
drawings of engineering designs and product designs, and descriptions thereof；
(7) maps, sketches and other graphic works.

 Copyright protection is granted automatically on creation of a work. Therefore, a
design may enjoy a double protection through a design patent and copyright.

 However, copyright can be more complicated to enforce compared to a design
patent.

 The protection of copyright may be extended to apparel companies’ catalogues,

brochures and websites.
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Trade Secrets in the Textile and Apparel Industry

In some cases, products or processes may be protected also as trade secrets (instead
of patents or as a combination of patents and trade secrets) in order to prevent the
disclosure of a process by a competitor through reverse engineering (i.e.
disassembling a machine or product to learn how it is made).

It should be noted that reverse engineering is a common practice in China.

A trade secret must:

not be public, meaning that it must not be known by the general public or by
competitors;

have actual or potential commercial value, meaning that it must give the owner a
competitive advantage or be capable of generating economic benefit;

guarded by confidentiality measures, the owner must take reasonable measures to
protect the confidentiality of the information.
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Trade Secrets in China

Trade secrets enjoy an infinite term of protection as long as they remain “secret”. 

In order to preserve the secrecy of an information, the owner is required to take 
physical, technical, and contractual measures:

All existing and new employees should be required to sign an employment contract 
that includes non-disclosure or confidentiality provisions;

All potential third parties (licensees, partners, suppliers, distributors or retailers) 
should be required to sign a Non Disclosure Agreement (NDA) before revealing any 
commercial or technical information; 

After an agreement is signed, it is recommended to not stop 

monitoring all third parties (partners, suppliers or licensees) in 

order to verify that they are compliant with the owner’s trade 

secrets protection policy. 
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Trade Secret in China

In case of inappropriate disclosure of trade secrets, it is possible to ask the Court 
compensation for damages but collecting evidence can be difficult. 

The court can order the infringer:

to pay damages to the owner;

to stop using the trade secret. 

Alternatively, a compliant may be filed with the local Administration for Industry and
Commerce (AIC) which is empowered to carry out the enforcement action and order
to stop the sale of products manufactured using the trade secret and to pay
administrative penalties to the infringer. However, in practice, it can be difficult to use
this remedy for complex technology; it may be mostly used for simpler cases involving
non-technological trade secrets that are easy to explain to the officials concerned.
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IPR in China - Enforcement

 Civil Enforcement: 

• Filing a complaint with the Civil Division of the People’s Court;

 Criminal Enforcement:

• Filing a compliant with to the Public Security Bureau (PSB);

 Administrative Enforcement, filing a compliant with:

• Administration of Industry and Commerce (AIC), in case of counterfeited
trademarks and unfair competition, which can also act ex officio;

• General Administration for Quality Supervision, Inspection and Quarantine
(AQSIQ), in case of counterfeiting, low quality products or false indications on the
label;

• Intellectual Property Offices (IPOs) for patent cases;

• Copyright Office for copyright cases.

 Customs Enforcement:

• General Administration of Customs (GAC).
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IPR in Singapore - Introduction  

 Patents, designs and trademarks can be extended internationaly:

• Singapore is part of the Patent Cooperation Treaty, of the Madrid Protocol and of
the Hague System.

 Singapore adopts a “first-to-file” system for IPRs

 The application for registration must be in English and can be filed online

 Copyright protection is conferred automatically to the author:

• Singapore is a member of Berne Convention for the Protection of Literary and
Artistic Works and there is no system of registration of copyright;

• The duration of copyright protection depends on the nature of the copyrighted
material, generally it lasts until 70 years from the death of the author.
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IPR in Singapore – Designs 1/3

Designs:

• A registered design may be obtained to protect the features of a shape, configuration,
pattern or ornament applied to an article by an industrial process.

• Not all design can be registered, e.g. those which are contrary to the public order or morality,
computer programs, designs applied to certain articles (i.e. medals, works of sculpture…) or
layout-designs of integrated circuits (patentable).

• The protection lasts for 15 years from the date of filing, subject to the payment of renewal
fees every 5 years (2 renewals).
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IPR in Singapore – Designs 2/3

Designs:

Must be new, which means that it must not have been registered in Singapore or
elsewhere before, or published anywhere in the world before the date of application of
the first filing. It is possible to claim Priority, i.e. the filing date of an earlier application
filed in a country that is a member of the Paris Convention or World Trade Organization
(WTO) for protection of the same design, provided that the Singapore application is
filed within six (6) months of the earlier application;

Industrially applied on to an object;

An application must be filed to the Registry of Designs at IPOS = Intellectual Property
Office of Singapore, either online via e-Designs or by hand/post;
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Textile Designs in Singapore 3/3

 Some goods are classified as textiles. The Registered Designs Rules 2000 
define these goods as "textile or plastics piece goods, handkerchiefs, 
shawls or such other class of articles of a similar character".

 For the purposes of registration, protection is limited to features of 
pattern and ornament only.

 The application  should include 
a representation of the design as 
it applies to the textile article.

 The statement of novelty is not required for registration of patterns or 
ornaments to be applied to textile articles, wallpaper or similar articles. 
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IPR in Singapore – Patents – 1/2

Patents:

• There is only one official type of patent.

• It must, in general, satisfy three key criteria: novelty; be an improvement over any
existing product or process that is already available (inventive step); be useful and
have some form of practical application (industrial applicability).

• The protection lasts for 20 years from the date of filing.

• Subject to Priority for earlier applications of Members of the Paris Convention or
WTO, provided that the Singapore application is made within 12 months from the
date of filing of the earlier application.
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IPR in Singapore – Patents 2/2

Patents (Amendment) Act 2017 and the Patents (Amendment No.2) Rules 2017 will 
enter into force on 30 Oct 2017.

Changes in the present legislation include:

broadening of grace period;

changes to supplementary examination; 

amendments to the Guidelines on isolated products from nature and the 
assessment of post-grant amendments.

The Registered Designs (Amendment) Act 2017 (“RDAA 2017”) and its corresponding 
subsidiary legislation amendments, will enter into force on 30 Oct 2017 in order to: 

broad the scope of designs that can be registered;

change default ownership position of a commissioned design;

broad and lengthen the grace period; 

allow multiple designs to be filed in a single application.

For more information: https://www.ipos.gov.sg/media-events/happenings/ViewDetails/patents-and-designs-legislative-amendments-to-enter-into-force-
on-30-oct-2017/
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IPR in Singapore - Trademarks 1/2

Trademarks:

• In Singapore three-dimensional signs (shapes) and sounds can also be registered
as trade marks.

• A mark which is used but not registered may be protected under the common law
“tort of passing off”.

• A trademark does not necessarily have to be in use before the application,
although, in this case, the applicants have to do a declaration of proposed use of
the mark and must put that mark to genuine use in commerce within five years
from registration or the registration could be revoked for nonuse;

• The protection for registered trademarks lasts for ten years and can be renewed
indefinitely every ten years.
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IPR in Singapore – Trademarks 2/2

Shape Marks

If the applicant is seeking protection for a shape mark, he should tick the appropriate 
box on the application form;

The application shall contain a clear indication of the nature of the mark, together 
with the graphical representation and description;

An applicant should ensure that there is no discrepancy between the description and 
the graphical representation of the shape mark.

More information can be found: https://www.ipos.gov.sg/
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IPR in Singapore – Copyrights 

Copyright:

• Works eligible of copyright protection must be original and expressed in a 
tangible form.

• “Original” means that skill, labor or judgment must be involved in the creation of 
the work. Originality does not mean “inventiveness”.

• No system of registration of copyright is provided. Copyright protection is
conferred automatically to the author as soon as it is expressed or fixed in a
material form (e.g. paper, tape and film) from which it is capable of being
reproduced.

• Penalties may be issued in case of copyright infringement under the Singapore
Copyright Act.

• If the infringement takes place within an organized fashion event, penalties may
be more severe.
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Trade Secrets in Singapore

 Trade secrets are protected under Singaporean law as ‘confidential’
business information by which an enterprise can obtain an economic
advantage over its competitors, for example, a secret process of
manufacture, customer information, trade volume, a secret recipe, etc.

 Trade secrets can be protected for an unlimited period of time as long as
they remain ‘secret’.

 The owner must prove to have taken precautionary measures

when dealing with third parties (NDA, confidentiality

clauses).
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IPR in Malaysia – Introduction

 Patents can be extended internationaly

• Malaysia is part of the Patent Cooperation Treaty.

• Malaysia, together with other Asian Countries, is part of the Asean Patent
Examination Co-operation (ASPEC).

• Patent protection lasts for 20 years from the date of filing.
• An inventor does not have to be a Malaysian citizen or a Malaysian corporation.
• There are two types of patents that can be granted in Malaysia, ‘Invention Patents’ 

and ‘Utility Innovations’.
• ‘Utility innovations require a less substantial examination process because the

degree of innovation required is less.

 The application for registration and all documents must either be in English or in
the Malaysian national language (Bahasa Malaysia)
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IPR in Malaysia

 Trademarks:

• A trade mark may be a device, brand, heading, label, ticket, name, signature, word,
letter, numeral or any combination of these.

• Malaysia is part of the Paris Convention for the Protection of Industrial Property.
• Foreign applicants can register a trademark, but it is recommended to engage a

local trademark agent.
• The protection for registered trademarks lasts for ten years from the date of

application or from the priority date; it can be renewed indefinitely every 10 years.
• Malaysia does not have multiple class filing.

 Copyright:

• It is possible proceed with a voluntary registration, but a foreign applicant must
appoint a Malaysian citizen or a permanent resident to file the notification

• The protection lasts the life of the author plus 50 years after the author's death
• For unpublished works the protection lasts for 50 years after the year following the

publication.
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IPR in Malaysia

 Industrial Designs:

• In Malaysia Industrial Design is a separate form of protection.
• An industrial design is the ornamental or aesthetic aspect of an article and it may

consist of three-dimensional features such as the shape and configuration of an
article, or two-dimensional features, such as pattern and ornamentation.

• Design protection lasts for five years from the date of filing and it can be renewed
for four consecutive periods of five years each, for a maximum period of twenty-
five years.

• Owner of a registered design has the exclusive right to make, import, sell or hire
out any article to which the design has been applied.

• The application for registration of an industrial design must be filed with the
Industrial Designs Registry, Intellectual Property Corporation of Malaysia.

• A statement of novelty is required with some exceptions.
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IPR in the Textile and Apparel Industry

A Statement of Novelty is not required for designs, intended to be applied

to a textile article, to wall paper or similar wall covering or to lace or to sets

of textile articles or lace.
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Trade Secret in Malaysia

• In Malaysia Trade Secrets are eligible of IP protection.

• They must meet three criteria: confidentiality, to make the recipient of the
information aware of its obligations to keep the information ‘secret’,
misappropriation of the trade secret to the detriment of the trade secret owner’s
business.

• The adoption of safeguard measures must be proven by the owner.

• They are referred to as ‘unregistered rights’ because there is no registration
process available, but they are enforceable rights.

• Trade secrets may last as long as they remain ‘secret’.
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IPR in Vietnam
 Patents and trademarks can be extended at international level:

• Vietnam is part of the Patent Cooperation Treaty, of the Madrid System, of the
Paris Convention for the Protection of Industrial Property and of ASEAN Patent
Examination Co-operation (ASPEC).

 All documents of the application must be in Vietnamese, except for the PoA:

• Other documents supporting the application may be made in another language,
but must be translated into Vietnamese at the request of the Office.

 Vietnam adopts a “first-to-file” system

 Copyright protection is conferred automatically to the author:

• Vietnam is a member of Berne Convention for the Protection of Literary and
Artistic Works

• Copyright protection lasts life of the author plus 50 years after the author’s death
• Foreign applicant can authorize the Copyright Service Consulting Organisation to

file the application for registration on their behalf.
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IPR in Vietnam
 Trademarks:

• Trademarks consisting in sounds and/or smells are not protected.
• Three-dimensional signs (shapes) can be registered as trade marks.
• The protection for registered trademarks lasts for ten years from the filing date,

and it can be renewed indefinitely every ten years.
• ‘Convention right to priority’ if the same filing has already been made in any other

country belonging to the Paris Convention within a six-month period prior to
registration in Vietnam.

 Two types of Patents:

• Invention Patents (novelty, inventive step and susceptibility of industrial
application) = 20 years

• Utility Solution Patents (only novelty and capability of industrial application) = 10

• Differences in the registration process. No renewal. Priority available
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IPR in Vietnam

Industrial Designs:

• Vietnam operates under a ‘first-to-file’ system.

• Industrial designs cover products with a distinctive shape, pattern or color; they
must be new, creative, and own industrial applicability

• ‘Creative’ means that it cannot easily be created by a person with average
knowledge in the relevant field.

• ‘Convention priority right’ if the same filing has been made within the last six
months in any other country also belonging to the Convention.

• Industrial designs last five years from the filing date in Vietnam, with the option to
extend two more times for consecutive five-year periods, for a maximum period of
protection of fifteen years.
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Trade Secrets in Vietnam

• Trade Secrets are defined under Vietnamese Law as ‘information obtained from
financial or intellectual investment activities, which has not been disclosed and is
applicable in business’.

• Not be protected as trade secrets: Personal information; State management
secrets; Confidential information that is not relevant to business.

• ‘unregistered rights’ that can last as long as they remain secret.

• Enforceable rights if it is proven that they are non-public, commercial value and
that safeguard measures have been taken by the owner.

19 October 2017 - Vilnius, Lithuania
Copyright © 2016 South-East Asia & China IPR SME Helpdesk. All rights reserved.



IPR in Indonesia - Introduction

 Indonesia adopts a “first-to-file” system for IPRs

 Patents can be extended at internationaly

• Indonesia is part of the Patent Cooperation Treaty.

 In the registration procedure it is possible to claim the “priority date”
• Indonesia is part of the Paris Convention for the Protection of Industrial Property.

 The application for registration must be in Indonesian language (Bahasa
Indonesia). Some documents have to be filed in English with the local language
translation (i.e. patent specifications)
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IPR in Indonesia
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 Trademarks:
• It is important to register a trademark before entering the market because in

Indonesia bad-faith registrations are a very common practice.
• The owner of a well-know mark can apply the Court to cancel a bad-faith

registration, but it is difficult to provide the necessary proof; often judges take into
consideration the registrations of the same mark in other countries (i.e. EU, USA,
Canada, Japan, China, Singapore, Malaysia, India, Thailand…).

• A trademark can be cancelled due to a non use for 3 consecutive years after the
registration date.

• The application for registration can be filed by the user or the licensor of the
trademark; foreign applicants have to appoint a local attorney to file the
application on their behalf.

• The registration procedure takes about 36/42 months.
• The protection for registered trademarks lasts for 10 years and can be renewed

indefinitely every ten years; the application for renewal have to be filed up to
twelve months before expiry of the current registration period.



IPR in Indonesia

 Patents:

• The House of Representatives passed the new patent law on the 28th of July

2016, which replaces law n.14 of 2001.

• Standard Patents (products and processes): following a 6 months period of

opposition starting after the publication (18 months from the filing or priority

date) in the Official Gazette, upon the applicant specific request there is a

substantive examination.

• Simple Patents (products and processes, according to the new law): the

procedure for registration is shorter; the publication takes place in 3 months and

there is an examination after the publication. A low level of inventiveness is

required.

• The protection lasts for 20 years from the date of filing for Standard Patents and

10 years for Simple Patents, subject to the payment of annual fees after grant.

• A ‘Statement of Ownership’ of an invention, signed by the applicant, is required.
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IPR in Indonesia

 Copyright

• Copyright protection is conferred automatically to the author:

• It is advisable to register copyrights in Indonesia, because often copyright
certificates are required for certain enforcement proceedings and also because a
certificate is an important evidence.

• The duration of protection depends on the nature of the copyrighted work,
generally it lasts until 70 years from the death of the author or 50 years from the
end of the year in which the work was first published/performed (20 years for
broadcasting rights).

• Since 2015 the Copyright e-filing system is available, which takes 14 working days
compared to 1/5 months for the manual recordal.
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IPR in Indonesia

 Industrial Designs:

• It is conferred to the creation of a shape, configuration, or the composition of lines or colors,
or the combination thereof in a three or two dimensional form, which gives aesthetic
appearances and can be realized in a three or two dimensional pattern and used to produce

a product, good, industrial commodity and handy craft.

• Industrial Designs applications in Indonesia should be registered with the Directorate
General of Intellectual Property Rights.

• Industrial Design registrations last for 10 years from the filing date.

• An industrial design application coming from the any country which is member of the Paris
Convention may claim the priority rights within 6 months from the first filing date

• One of the most important requirement for design registration is novelty. Novelty is
recognized through an examination process, in which the design is compared with other
prior arts.

• Grace period: the novelty of a design will not be lost if in a period of maximum 6 months
before filing date, the design has been exhibited in an official exhibition and/or has been
used for the purpose of education, research and development.
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Trade Secrets in Indonesia

In Indonesia trade secrets provide protection if the information fulfils the following criteria:

It is confidential

It has economic value

The owner took necessary measures to keep its secrecy, such as password protection for
electronic data, restricted access to certain offices/buildings if necessary, a visitors registration
system, etc. Such internal rules should regulate how the information is kept secret and who is
responsible for its secrecy.

It is necessary to prove that the trade secret has been taken by the

suspected party, but this proof may be difficult to collect because the

litigation procedure is not equipped with a discovery procedure

to uncover relevant evidence of the suspected party.
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IPR in the Textile and Apparel Industry

 Companies in the Textile and Apparel industry might also
consider protecting their IP for user manuals, brochures or
computer programs through copyright protection;

 Many companies in the Textile and Apparel sector come up
with innovative solutions and inventions, which could be
protected by patents;

 Some forms of IP like specific formulas can be best protected
as trade secret.
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Case Study (1) The “Batik design”
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• There has been a long-standing dispute between Indonesia and Malaysia over the 
origins of batik that now is apparently coming to an end. 

Full article at https://indogazette.com/2017/07/28/indonesia-admits-batik-is-malaysian

• Indonesia in 2007 took an important step forward introducing the concept of
‘Batikmark’ certification. The certification is in the form of a label printed “Batik
Indonesia” that is placed in every single product of batik-patterned textile that has
been certified after a series of tests conducted by the National Standardization
Agency.

Only Batik manufacturers who already sold their

products under a registered trademark can obtain a

“Batikmark” certification.

• Batik designs can also be protected under the Copyright Law if an “original work”
has been realized while operating within such traditional forms.

Available at “Diversity in Intellectual Property: Identities, Interests, and Intersections” Irene Calboli, Srividhya
Ragavan, 2015



Case Study (2) The «PRADA» Case

• A long trademark dispute between the apparel Indonesian company PT. Manggala Putra 
Perkasa and Prada S.A. has apparently ended in a settlement. Both parties have been in 
litigation since 2013, claiming to be the rightful owner of the PRADA mark in Indonesia. 

• Prada S.A. filed a cancellation action against PT. Manggala Putra Perkasa's registrations for
the PRADA mark in class 18 and 25 claiming that Manggala's marks were similar with Prada's
well-known mark. Prada S.A. claimed to be first user of PRADA in the world since 1913, with
well-known mark rights. On the other hand, PT. Manggala Putra Perkasa claimed to be the
rightful holder of a PRADA trade mark registration in Indonesia in class 18 and 25.

• Prada S.A. turned to be the right owner on the grounds of similarity of Managgala’s marks to 
their well-known trade mark . 

After this decision, PT. Manggala Putra Perkasa filed  a civil and criminal 

action against the use of the PRADA  mark in their shops in Jakarta that now 

apparently is ending in a settlement. 

Full article available at http://ipkomododragon.blogspot.it/2017/04/longstanding-indonesian-prada-
dispute.html
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Case Study (3) «The yellow lines»

• There has been a dispute between two important textile companies in Indonesia, 
PT Sri Rejeki Isman Textile (Sritex) and PT Delta Merlin Dunia Textile (Duniatex), 
over textile designs and specifically “yellow lines on the edge of fabric”. 

• Both claimed rights to the textile design.

A Sritex customer complained about Duniatex’s product, 

since apparently they had used Sritex's 'unique' yellow lines.

• After a warning letter, Duniatex apologized claiming that it was a ‘one off order’
but the police in charge of the case kept investigating on the basis of a copyright
registration for the yellow lines that was made at the IP Office by Sritex the same
day in which the Company filed a compliant with the police.

For that reason, Duniatex counter-attacked by filing a lawsuit at the Commercial
Court of Semarang, to cancel the copyright registration for not being an original
artistic work.

Full article available http://ipkomododragon.blogspot.it/2011/11/rival-textile-producers-in-indonesian.html
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Case Study (4) VALENTINO vs. B, RUDY VALENTINO

 Valentino Fashion Group S.p.A. is a company that
plays a leading role in the world of fashion and luxury
all over the world;

 Valentino Fashion Group S.p.A. has a large mark
portfolio, with registration in many Countries;

 In 2001, through the monitoring activities Valentino
found the trademark “V, Valentino Rudy”, registered
in 1995 in Vietnam by a Japanese company;

 Thus Valentino turned to NOIP to protect its well-
known trademarks;

 On June 2001, NOIP issued a judgment which
recognized the reputation of the trademark
VALENTINO and therefore declared the invalidity of
the registration no. 19420 of the Vietnamese mark.
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Case Study (5)

A small European company designed and manufactured its own brand of apparel and
bags that were sold in Europe but manufactured in China.

After finding out that competitors overseas and in China regularly sold exact copies of
its apparel and bags, the Company decided to register few of its designs as design
patents, and protect the rest through copyrights.

Since a design patent is relatively easy to enforce, the Company was able to use its
patent rights to bring an action against competitors that copied those designs and to
claim copyright infringement as a ’back‐up’ on other designs that were not registered
as a design patent.

Full text available at http://www.china-iprhelpdesk.eu/sites/all/docs/publications/textiles_guide.pdf
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Key Recommendations 

 Start protecting your IPR before entering the market

 Prepare a strategy to develop your IPR protection

 Carry out your preliminary searches at worldwide level

 Take care of your first filing, even the national one

 Protect the Chinese (transliteration) - or the translation into each South East
Asian language - of your word trademark in occidental characters

 Collect all the documents concerning the use of the mark and create a database
with all relevant materials

 Monitor markets and competitors’ behaviors

 Activate, through your IP attorney, a worldwide surveillance system

 Monitor IP gazettes and legal actions

 Verify the compliance of contracts providing the local legislation as applicable
law
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“KNOW BEFORE YOU GO.

WE ARE HERE TO HELP YOU GROW...”

The China and South-East Asia IPR SME Helpdesk provides free, confidential, 
business-focused advice to European Small and Medium Enterprises (SMEs) 
relating to IPR in China and South-East-Asia.

To learn about any aspect of intellectual property rights in Vietnam or 
elsewhere in South East Asia, including
Local partners
Due diligence
IP audits
Or to simply learn about the local landscape and adapt your IP plan 
accordingly – something which can save you EUR in the long term
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